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DETAILED ACTION 
Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

Claims 1,2 and 19-34 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 1 is rejected under 35 U.S.C. 1 12, second paragraph, as being incomplete for 
omitting essential steps, such omission amounting to a gap between the steps. See MPEP 

§ 2172.01. The omitted step is a step of separating multibranched paraffins from a hydrocarbon 

feed. 

The expression "in particular linear, monobranched and multibranched paraffins" in line 
2 of claim 1 renders the claim indefinite because it renders the scope of the claim 
unascertainable. 

Claim 1 is also indefinite because it is unclear what happens when the hydrocarbon feed 
is contacted with a zeolite adsorbent. 

The expression "fractionating said hydrocarbon feed into at least two distinct effluents" 
in lines 1-2 of claim 28 renders the claim indefinite because it is unclear if the hydrocarbon feed 
is contacted with the zeolite before or after the fractionation step. 

The expression "fractionating said hydrocarbon feed into three distinct effluents" in lines 
1-2 of claim 29 renders the claim indefinite because it is unclear if the hydrocarbon feed is 
contacted with the zeolite before or after the fractionation step. 
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Claims 30 and 31 recite the limitation "the separation unit" in the last line of the claims. 
There is insufficient antecedent basis for this limitation in the claims. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1, 2, 19, and 28-34 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Zinnen et al. (5,744,684). 

Zinnen discloses a process for separating normal and mono paraffins from multibranched 
paraffins in a mixture by contacting the mixture with an adsorbent of EU-1 to produce a stream 
rich in mono branched paraffin, a stream rich in normal paraffin, and a stream rich in 
multibranched paraffin. The separating step is operated at a temperature from of 100 to 300° C 
and at a pressure from of 6 to 500 psig (0.04 to 3 MPa). It is noted that Zinnen does not 
specifically disclose the characteristics of EU-1 adsorbent. However, the EU-1 adsorbent is the 
same as the claimed adsorbent. Therefore, the Zinnen adsorbent would have the claimed 
characteristics. (See entire patent) 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co,, 383 U.S. 1 5 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 25-27 are rejected under 35 U.S.C. 103(a) as being unpatentable over Zinnen et 
al. (5,744,684). 

Regarding claims 25-27, Zinnen does not specifically disclose the origin of the feed. 
However, it would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have modified the process of Zinnen by using a feed from the claimed 
sources because the Zinnen feed is similar to claimed feed. Therefore, where the feed comes 
from does not affect the outcome of the Zinnen process. 
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Allowable Subject Matter 



Claims 20-24 would be allowable if rewritten to overcome the rejection(s) under 35 
U.S.C. 1 12, second paragraph, set forth in this Office action and to include all of the limitations 
of the base claim and any intervening claims. 

The following is a statement of reasons for the indication of allowable subject matter: No 
prior art of record discloses or renders obvious a process of separating multibranched paraffins 
from a hydrocarbon feed containing 5 to 8 carbon atoms per molecule by contacting the 
hydrocarbon feed with a zeolite (e.g., NES, MWW, NU-85, NU-86) as called for in claims 20- 
24. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tarn M. Nguyen whose telephone number is (703) 305-7715. 
The examiner can normally be reached on Monday through Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Marian Knode can be reached on 703 308 43 1 1 . The fax phone numbers for the 
organization where this application or proceeding is assigned are (703) 305-5408 for regular 
communications and (703) 305-931 1 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0661. 



Conclusion 



Tarn M. Nguyen 
Examiner 
Art Unit 1764 



Tarn Nguyen/ TN 
September 23, 2002 



Walter D. Griffin ' 
Primary Examiner 
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